THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

! Application for patent filed February 5, 1993. According
to appellant, the application is a continuation-in-part of
Application 07/479,856, filed February 14, 1990, now abandoned,
which is a continuation-in-part of Application 06/923,524, filed
Cct ober 28, 1986, now U.S. Patent No. 4,931,895, issued June 5,
1990.
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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's final rejection of clains 1-27, which
constituted all the clainms in the application. An anendnent
after final rejection was filed on February 22, 1996 and was
entered by the exam ner. This anendnent cancelled clains 6-13
and 22-27. An initial (revised) appeal brief was filed on
February 22, 1996 appealing the rejection as to clainms 1-5 and
14-21. The exam ner entered several new grounds of rejection in
response to the appeal brief. Appellant filed a reply brief on
June 21, 1996 in which the appeal was waived (w thdrawn) wth
respect to clainms 1-3. Accordingly, this appeal now invol ves
only clains 4, 5 and 14-21.

The clained invention pertains to a nmethod and appar at us
for protecting an electrical utility watt-hour meter and the
corresponding netered circuitry fromthe damage caused by
transi ent vol tage surges.

Representative claim 14 is reproduced as foll ows:

14. Transient voltage surge suppression (TVSS) apparatus
adapted to protect a watt-hour nmeter and el ectrical equi pnment
metered thereby fromlightning or swtching transient voltage
surges, conprising a circuit board

(1) carrying means substantially non-conductive at norma
power voltage but conductive at higher voltages, including
varistors as the sole variable resistance conponents thereof

adapted to clip transient voltage surges and shunt surge currents
to ground,
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(11) being adapted to fit around the bl ade-like term nals
normal Iy protruding froma watt-hour nmeter into jaws of a powered
socket within an electrical utility box or panel, and

(iii1) further adapted to be supported at least in part by
contact with whatever blade-like term nals nay engage the jaws of
t he socket.

The exam ner relies on the follow ng references from

rejections made in the final rejection:

St. John 2,606, 232 Aug. 05, 1952
Zi sa 3,725,745 Apr. 03, 1973
Mel anson 3,914, 657 Cct. 21, 1975
Farrar et al. (Farrar) 4,726, 638 Feb. 23, 1988
Rozanski et al. (Rozanski) 4,875,137 Cct. 17, 1989
Br ady 5,010, 438 Apr. 23, 1991

The exam ner relies on the follow ng reference from new
rejections made in the exam ner’s answer:
Dell O fano 4,089, 032 May 09, 1978
Clains 4, 5 and 14-21 stand rejected under 35 U S. C
8 103. The rejections of the appealed clains are set forth by
t he exam ner as foll ows:

1. Cainms 4, 5 and 14-17 are rejected under 35 U S. C
8 103 as being unpatentable over Zisa in view of Ml anson.

2. Cains 18 and 19 are rejected under 35 U. S.C. § 103 as
bei ng unpatentabl e over Zisa in view of Ml anson, Rozanski and
Br ady.

3. Cains 20 and 21 are rejected under 35 U. S.C. § 103 as
bei ng unpatentable over St. John in view of Farrar.

4. Cains 4, 5 and 14-17 are rejected under 35 U S. C
8 103 as being unpatentable over Zisa in view of Ml anson and
Dell O fano.



Appeal No. 97-1002
Application 08/ 014, 379

5. Cains 18 and 19 are rejected under 35 U. S.C. § 103 as
bei ng unpatentabl e over Zisa in view of Mel anson and Dell O fano,
and further in view of Brady and Rozanski .

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answers for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the evidence
of obviousness relied upon by the exam ner as support for the
rejections. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, the appellant’s
argunments set forth in the briefs along wwth the examner's
rationale in support of the rejections and argunents in rebuttal
set forth in the exam ner's answers.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as set
forth in clainms 4, 5 and 14-21. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the examner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837
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F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in G.ahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part

of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Gir. 1992).

1. The rejection of clainse 4, 5 and 14-
17 as unpatentabl e over Zisa and
Mel anson.
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W note at the outset that dependent clains 4 and 5
depend from non-appeal ed i ndependent claim1l. The briefs
primarily argue two limtations of these clains which are
al l egedly not taught by the applied references. First, appellant
argues that neither Zisa nor Ml anson teaches “varistors as the
sol e conponents...adapted to clip transient voltage surges and to
shunt surge current to ground” as recited in independent clains 1
and 14. Second, appellant argues that neither Zisa nor Ml anson
t eaches the supporting of the surge suppression apparatus by the
bl ade-1i ke termnals of a watt-hour neter.

Wth respect to the first point, the exam ner argues that
it would have been obvious to the artisan to renove the spark gap
in Zisa or Melanson so as to operate with varistors alone. The
notivation would allegedly be to reduce the nunber of conponents
[answer, page 9]. Wth respect to the second point, the exam ner
relies on Zisa as teaching supporting the surge suppression
apparatus on the bl ade-like termnals of the watt-hour neter.

After a careful review of the applied references and the
argunents of appellant and the exam ner, we find ourselves in
agreenent with appellant on both points. The exam ner and
appel l ant agree that Zisa discloses a circuit nmade up of a

vari able resistance current limter in series with an arc
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di scharge arrangenent. There is agreenent that Mel anson teaches
the use of a disk-shaped varistor wafer in series with a gap

el ectrode. Thus, neither of these references teaches a transient
vol t age surge suppression circuit using only varistors as
clainmed. Although the exam ner argues that it would have been
obvious to elimnate the spark gap fromthe references, there is
no suggestion for this nodification in either Zisa or Ml anson.

| f Zisa and Mel anson coul d have achi eved the sane function

w t hout the spark gap, they were apparently not aware of it. Any
suggestion to use only varistors wth no other conponents for
clipping transient voltage surges and shunting surge currents to
ground cones from appellant’s own di sclosure and not fromthe
teachings of the applied prior art. Thus, this particular
feature of independent clainms 1 and 14 is not taught or suggested
by the applied references. This finding alone is sufficient for
us not to sustain this particular rejection of clains 4, 5 and
14-17.

Not wi t hst andi ng our decision to reverse this rejection of
clains 4, 5 and 14-17 based on the first point argued above, we
consi der the second point as well in order to provide guidance to
appel l ant and the examner. It is sufficient to say that the

patents to Zisa and Mel anson do not support the teachings
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attributed to them by the exam ner. Melanson clearly shows the
surge suppression circuitry connected within and supported by the
basepl ate 10 of the watt-hour nmeter. There is no support
received fromthe blade-like termnals of the neter. Zisa shows
a blade like termnal 20 connected to the nmeter circuitry but not
connected to the surge suppression circuitry. It is also clear
that the termnal 20 does not provide support for the surge
suppression circuitry 24 because this device is clearly supported
by base 18 as described by Zisa [colum 2, |lines 60-63]. Thus,
based upon this record, the applied prior art does not support
the teachings found by the exam ner. Therefore, this reason
al one woul d al so have been sufficient for us to reverse this
particular rejection of clains 4, 5 and 14-17.

2. The rejection of clains 18 and 19 as

unpat ent abl e over Zi sa, Ml anson,
Rozanski and Br ady.

These cl ains depend from i ndependent claim 14 and,
therefore, incorporate all the limtations of claim 14 just
di scussed. Zisa and Mel anson are insufficient to support the
rejection for reasons di scussed above. Rozanski and Brady were
cited to neet particular nounting features of the varistors, but

they do not overcone the innate deficiencies of Zisa and Mel anson
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whi ch were di scussed above. Therefore, we do not sustain the
rejection of clains 18 and 19 for the reasons di scussed above.

3. The rejection of clains 20 and 21 as
unpat entabl e over St. John and Farrar.

Clainms 20 and 21 are independent clains which contain
neither of the features di scussed above. Rather, clains 20 and
21 recite a transient voltage surge suppression circuit board
means having “sidewi se flexing contactors” contacting the
protruding termnals of a watt-hour neter. Appellant makes two
mai n argunents in opposition to this rejection. First, appellant
argues that there is no basis to conbine the | ow voltage d.c.
transi ent suppression teachings of Farrar with the watt-hour
meter of St. John [brief, page 18; reply brief, pages 7-8].
Second, appellant argues that there is no teaching of the
sidewi se flexing contactors in Farrar as all eged by the exam ner
[brief, page 19]. The exam ner responds that the breadth of
these clains permts the conmbination of Farrar’s teachings with
those of St. John, and the flexing contactors are taught either
by contacts 32 and 36 of Farrar or contacts 34 and 36 of St. John
[answer, pages 11-12]. W have again carefully considered the
record before us, and we find ourselves in agreement with

appel | ant .
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Al t hough Farrar does teach a device for protecting
agai nst voltage surges, the invention is for use in protecting
integrated circuit conponents which are packed into extrenely
smal | spaces and for retrofitting existing electrical circuit
connectors. W fail to see how the Farrar device which is
desi gned for closely packed integrated circuits would have
rel evance to the watt-hour neter of St. John. None of the
probl ens sought to be overcone by Farrar woul d be expected to
exist in the St. John watt-hour neter. Therefore, we agree with
appel l ant that the teachings of Farrar and St. John do not
suggest their conbination in a manner to neet the invention of
claims 20 and 21.

W al so agree with appellant that neither Farrar nor St.
John suggests anything conparable to a sidew se flexing contactor
as recited in clains 20 and 21. The itens identified by the
exam ner are sinply apertures or contact points and have not hi ng
to do with contactors for contacting the protruding termnals of
a watt-hour neter as clained. Thus, even if Farrar and St. John
coul d be conbi ned as proposed by the exam ner, there would stil
be no teaching of the “sidew se flexing contactors” as recited in
claims 20 and 21. Therefore, we do not sustain this rejection of

clainms 20 and 21.

10
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4. The rejection of clainse 4, 5 and 14-
17 as unpatentabl e over Zisa., Ml anson
and Dell O fano.

This rejection is simlar to the first rejection
di scussed above except that Dell Orfano is added to the
collective teachings. Dell Ofano is added to the conbi nation
because it teaches a transient voltage surge suppressor using
only varistors to clip the voltage and shunt the surge current to
ground. W agree with the exam ner that Dell O fano would be
sufficient to overcone the first deficiency in the Zi sa- Ml anson
conbi nati on di scussed above. That is, we agree that Dell O fano
woul d have suggested to the artisan the obvi ousness of using
varistors only to clip voltage surges and shunt surge currents to
ground. Neverthel ess, the second deficiency of the Zi sa-Ml anson
conbi nati on di scussed above is not corrected by the addition of
Dell Orfano as applied by the exam ner. The exam ner does not
rely on Dell Orfano at all to teach supporting the surge
suppressor circuit on the blade-like termnals of a watt-hour
meter. The examner still relies on Zisa and Mel anson for this
t eachi ng whi ch, as noted above, is not supported by the reference
teachings. Therefore, this rejection still lacks a valid
expl anation as to why the clainmed support by the bl ade-Iike

termnals woul d have been obvious in view of the applied prior

11
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art. Accordingly, we do not sustain this rejection of clains 4,
5 and 14-17.

5. The rejection of clains 18 and 19 as
unpat ent abl e over Zi sa, Ml anson, Del
O fano, Brady and Rozanski .

This rejection is just |ike the second rejection
di scussed above except that Dell Ofano is again added to the
conbi nation of patents used to reject these clains. For the sane
reasons we have just discussed, Dell O fano does not overcone the
deficiencies previously noted in the rejection of clains 18 and
19. Therefore, we also do not sustain this rejection of clains

18 and 19.

In summary, we have not sustained any of the exam ner’s
rejections of the clains on appeal. Therefore, the decision of
the exam ner rejecting clainms 4, 5 and 14-21 is reversed.

REVERSED

12
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